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DETAILED ACTION 

Status of Application 

1. Claims 1-19 are pending. 

2. Claims 3-4 and 7-1 2 are withdrawn from further consideration by the examiner, 
as being drawn to a non-elected species and claims 1-2 and 13-19 are presented for 
examination. 

3. Receipt and consideration of Applicants amendments/remarks filed on 
September 8, 2008 is acknowledged. 

4. Rejections not reiterated from the previous Office Action are hereby withdrawn. 
The following rejections are either reiterated or newly applied. They constitute the 
complete set of rejections presently being applied to the instant application. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 
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The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1 966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

6. Claims 1-2 and 13-19 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Hopkinson et al. (US 6,746,988). 

Applicant claims a pesticidally active combination comprising a HPPD-inhibiting 
herbicide and an insecticide. 

Determination of the scope and content of the prior art 

(MPEP 2141.01) 

Hopkinson et al. teach agricultural compositions comprising agriculturally active 
compounds, alkyl polyglycosides, surfactant systems, and basic compounds (see the 
entire article, especially the abstract). The surfactant systems help produce agricultural 
concentrates that exhibit good chemical and physical stability as well as excellent tank- 
mix properties (see the entire article, especially column 2 lines 46-55). The agriculturally 
active compounds can be used singly or in combination with 2,3,4,5,6,7, or more 
compounds. Examples of insecticides include acrinathrin, amitraz, DDT, methoxychlor 
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and salts thereof, herbicides include mesotrione, acetochlor, dicamba, glyphosate, 
metolachlor and salts thereof, and safeners include benoxachlor (see the entire article, 
especially column 9 lines 11-13 and 1 6-34, column 8 lines 1 1 -67). Some examples of 
combinations include mesotrione, S-metolachlor and benoxacor or mesotrione, S- 
metolachlor, benoxacor and atrazine (see the entire article, especially column 9 lines 
18-34). The compositions can be provided as a pre-mix composition and may be 
applied pre-emergence and/or post emergence to desired area (i.e. plants, soil, roots, 
seeds, stems, etc.) (see the entire article, especially column 10 liens 62-67, column 1 1 
lines 1-6, and Examples 1-4). 

Ascertainment of the difference between the prior art and the claims 

(MPEP 2141.02) 

Hopkinson et al. do not teach an exemplified formulation of the instant 
components. 

Finding of prima facie obviousness 
Rational and Motivation (MPEP 2142-2143) 

It would have been obvious to one of ordinary skill in the art at the time the 
claimed invention was made to make a formulation of the instant components. 



Application/Control Number: 10/580,363 Page 5 

Art Unit: 1616 

One of ordinary skill in the art would have been motivated to do this because 
Hopkinson et al. teach the combination of the instant agrochemical actives in making 
improved chemical and physical compositions. Thus, it would have been obvious to one 
of ordinary skill in the art to make a composition with the instant components so as to 
achieve an enhanced stable composition for improved application to a desired area and 
for better preparation of commercial products in the agricultural industry. 

Therefore, the claimed invention would have been prima facie obvious to one of 
ordinary skill in the art at the time the invention was made because the prior art is fairly 
suggestive of the claimed invention. 

Response to Arguments 

Applicant's arguments filed September 8, 2008 have been fully considered but 
they are not persuasive. 

Applicant argues that the definition of "agriculturally active compounds" in 
Hopkinson et al. is incredibly broad and that out of all the possible combinations, one of 
ordinary skill would not reasonably be led to any combination within the scope of the 
instant claims. Applicant argues that Hopkinson et al. provides no specific and 
unambiguous teaching regarding the combination of herbicides with insecticides. 
Applicant further argues that such a selection is of an impermissible hindsight. 

These arguments are not convincing. Although Hopkinson et al. do teach a 
variety of agrochemically active compounds and combinations that can be used, it 
would have been obvious for one of ordinary skill in the art to try the instant 
combination, given the finite number of agrochemical compounds identified and the 
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finite number of possible combinations. KSR International Co. v. Teleflex Inc., 82 
USPQ2d 1385 (U.S. 2007). Therefore, one of ordinary skill in the art would have good 
reason to pursue known options within his or her technical grasp, given the demand for 
agricultural compositions to exhibit excellent chemical and physical stability, which is 
highly desirable for commercial products, as suggested by Hopkinson (see column 1 
lines 8-17). 

Although Hopkinson et al. may not specifically exemplify the combination of 
insecticides and an HPPD-inhibiting herbicide, disclosed examples and preferred 
embodiments do not constitute a teaching away from a broader disclosure or 
nonpreferred embodiments. In re Susi, 440 F.2d 442, 169 USPQ 423 (CCPA 1971). 

In response to applicant's argument that the examiner's conclusion of 
obviousness is based upon improper hindsight reasoning, it must be recognized that 
any judgment on obviousness is in a sense necessarily a reconstruction based upon 
hindsight reasoning. But so long as it takes into account only knowledge which was 
within the level of ordinary skill at the time the claimed invention was made, and does 
not include knowledge gleaned only from the applicant's disclosure, such a 
reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 
1971). In the instant case, the instant agrochemical compounds are disclosed in 
Hopkinson et al. Hopkinson et al. teach an agricultural composition comprising a 
surfactant system and agrochemical active compounds comprising mesotrione (an 
HPPD-inhibiting herbicide), insecticides, or mixtures thereof (see column 8 lines 1 1 -59 
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and column 9 lines 16-34). Thus, the combination is taught and would have been 
obvious to one of ordinary skill in the art to try. 

Next, Applicant argues that Hopkinson do not teach the HPPD-inhibiting 
herbicide in the form of an agrochemically acceptable salt. 

This argument is not persuasive. Hopkinson et al. do teach that herbicides, such 
as, mesotrione (an HPPD-inhibiting herbicide), can be present in the salt form (see 
column 8 lines 37-59, especially line 59, and column 9 line 3). 

Therefore, Applicant's arguments of nonobviousness are not persuasive and the 
rejection is maintained. 

New Grounds of Rejection 
Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

8. Claims 1,14 and 18 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Schapira et al. (US 5,695,773). 

Schapira et al. teach a phytosanitary composition comprising the combination of 
an oxynil and at least one active substance (i.e. herbicide, insecticide, fungicide, etc.) 
(see the abstract, column 1 lines 33-50, column 2 lines 10-21, and column 4 lines 5-33). 
Example 7 discloses a composition and method of application based on bromoxynil 
octanoate and primiphos-methyl (see Example 7). Example 9 discloses a composition 
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and method of application based on ioxynil octanoate and A-cyhalothrin (see Example 9 
in column 13-15). 
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It is noted that the oxynil is not specified as an HPPD-inhibiting herbicide. However, it is 
the Examiner's position, that the herbicides taught in the prior art reference can inhibit 
the enzyme HPPD, absence evidence to the contrary. 

Conclusion 



9. 



No claims are allowed. 
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1 0. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kristie L. Brooks whose telephone number is (571) 272- 
9072. The examiner can normally be reached on M-F 8:30am-6:00pm Est.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Johann R. Richter can be reached on (571) 272-0646. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
KB 

/Johann R. Richter/ 

Supervisory Patent Examiner, Art Unit 1616 



